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DETAILED ACTION 

Specification 

The disclosure is objected to because of the following informalities: On page 1, 
the status of related applications should be updated. On page 14, line 15, "proximal 
end 20" should be changed to "proximal end 26". 

Appropriate correction is required. 

Claim Objections 

Claims 1-5, 7-42, 47-51, 53-65, 73, and 76-80 are objected to because of the 
following informalities: 

In claim 1 , line 6, and in claim 47, line, 5, "an conductive core" should be 
changed to "a conductive core". 

Claims 10, 38, 47, and 58 contain improper means plus function language. 

In claim 24, line 7 and in claim 31, line 5, "said distal collection end" should be 
plural if referring to the plurality of fibers. 

In claim 26, "proximal end" should be plural if referring to the plurality of fibers. 

In claim 50, "the step of distending the surface" lacks antecedent basis. 

In claims 57 and 65, "the step of inserting" lacks antecedent basis. 

In claim 63, in the phrase "disposed on a said sheath", remove the word "a". 

Claim 73 is confusing. A tissue surface will inherently be on tissue. It is unclear 
what an opposing surface is, and where the surface is in relation to the tissue surface 
being analyzed. Also, "the step of providing a source" and "the step of collecting the 
radiation transmitted through the tissue" lack antecedent basis. 
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Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-5, 7-42, 74-78, and 81 rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. Because the "surface of 
interest" is tissue, a part of the body is claimed, which is non-statutory subject matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 66-73 are rejected under 35 U.S.C. 102(b) as being anticipated by Kittrell 
et al.(US 5106387). 

Kittrell et al. show a collection fiber with a conductive core (column 7-column 8), 
a sheath (column 7-8), an anchoring balloon (column 16, lines 55-column 17, line 5, 
Figure 1 7), a second balloon (column 1 0, line 65-column 1 1 , line 1 5, also see column 
14, lines 40-50), a spectrometer with a detector (column 19), an optical coupler with a 
lens (column 19), an illumination fiber (column 19), the fibers being flexible (column 4, 
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lines 40-55), means to orient the fibers in different directions (column 10, lines 15-50), 
controlling the orientation of the light (column 13, line 60-column 14, line 25), a toroidal 
shaped balloon (column 14, lines 40-50, also column 16, lines 55-column 17, line 5, and 
Figure 17, and 7e), coating the balloon (column 11, lines 15-35), using the system to 
form an image to be displayed (column 19), and having the catheter be of a sufficient 
size to be inserted into human blood vessels (column 9, lines 40-55, and Figure 4). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 43-45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kittrell et al. (US 5106387) in view of Mersch (US 5776129). 
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Kittrell et al. show a collection fiber with a conductive core (column 7-column 8), 
a sheath (column 7-8), an anchoring balloon (column 16, lines 55-column 17, line 5, 
Figure 1 7), a second balloon (column 1 0, line 65-column 1 1 , line 1 5, also see column 
14, lines 40-50), a spectrometer with a detector (column 19), an optical coupler with a 
lens (column 19), an illumination fiber (column 19), the fibers being flexible (column 4, 
lines 40-55), means to orient the fibers in different directions (column 10, lines 15-50), 
controlling the orientation of the light (column 13, line 60-column 14, line 25), a toroidal 
shaped balloon (column 14, lines 40-50, also column 16, lines 55-column 17, line 5, and 
Figure 17, and 7e), coating the balloon (column 11, lines 15-35), using the system to 
form an image to be displayed (column 19), and having the catheter be of a sufficient 
size to be inserted into human blood vessels (column 9, lines 40-55, and Figure 4). 
Kittrell et al. fail to show the fibers on the outside of the balloon. 

Mersch discloses an endometrial ablation apparatus and method. Mersch 
teaches that optical fibers can be arranged on the outside of a balloon (abstract). 

It would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to have arranged optical fibers on the outside of the balloon as 
taught by Mersch, in the device of Kittrell et al. Such an arrangement would allow the 
optical fibers to be repositioned. 

Claims 43-45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kittrell et al. (US 5106387) in view of Fox et al. (US 5395361). 
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Kittrell et al. show a collection fiber with a conductive core (column 7-column 8), 
a sheath (column 7-8), an anchoring balloon (column 16, lines 55-column 17, line 5, 
Figure 17), a second balloon (column 10, line 65-column 11, line 15, also see column 
14, lines 40-50), a spectrometer with a detector (column 19), an optical coupler with a 
lens (column 19), an illumination fiber (column 19), the fibers being flexible (column 4, 
lines 40-55), means to orient the fibers in different directions (column 10, lines 15-50), 
controlling the orientation of the light (column 13, line 60-column 14, line 25), a toroidal 
shaped balloon (column 14, lines 40-50, also column 16, lines 55-column 17, line 5, and 
Figure 17, and 7e), coating the balloon (column 11, lines 15-35), using the system to 
form an image to be displayed (column 19), and having the catheter be of a sufficient 
size to be inserted into human blood vessels (column 9, lines 40-55, and Figure 4). 
Kittrell et al. fail to show the fibers on the outside of the balloon. 

Fox et al. disclose an expandable fiberoptic catheter and method of intraluminal 
laser transmission. Fox et al. teach that a balloon can be arranged inside of the 
catheter. The fibers are attached to the outer wall of the balloon, and the balloon is then 
inflated/deflated to adjust the position of the fibers. In this case, the balloon acts to 
anchor the fibers in place. 

It would have been obvious to one of ordinary skill in the art, to have arranged 
the fibers on the outside of a balloon as taught by Fox et al., in the device of Kittrell et 
al. Such an arrangement would allow the optical fibers to be repositioned. 
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Response to Arguments 

Applicant's arguments filed 2/25/08 have been fully considered but they are not 
persuasive. The applicant has not amended independent claim 66 to recite direct 
contact, either directly or through the balloon wall, of the distal end of the collection fiber 
of the probe with the area of interest. The applicant has made no other arguments 
regarding the claims, and thus the rejection of claims 66-73 is maintained. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan G. Cwern whose telephone number is 
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(571)270-1560. The examiner can normally be reached on Monday through Friday 
9:30AM - 6:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jonathan G Cwern/ /Ruth S. Smith/ 

Examiner, Art Unit 3737 Primary Examiner, Art Unit 3737 



